TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Application 07/755, 603!

ON BRI EF

Bef ore PAK, ONENS and LI EBERMAN, Adni ni strative Patent Judges.

OVNENS, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe exanminer’s final rejection of

P Application for patent filed Septenber 5, 1991.
According to the appellants, the application is a continuation
of Application 07/613,330, filed Novenber 8, 1990, now
abandoned; which is a continuation of Application 07/488, 320,
filed March 5, 1990, now abandoned; which is a continuation of
Application 07/235,920, filed August 23, 1988, now abandoned;
which is a continuation of Application 07/032,066, filed March
27, 1987, now abandoned; which is a continuation of
Application 06/754,001, filed July 11, 1985, now abandoned.

1



Appeal No. 1996-0214
Application 07/755, 603

clainms 27, 30-33, 44, 45, 48, 56-58, 65-67, 71-86 and 88- 90,
and refusal to allow clains 49 and 87 as anended after final
rejection. These are all of the clainms remaining in the
appl i cation.
THE | NVENTI ON

Appel lants claima lubricating oil conposition which
includes a lubricating oil, a netal -containing detergent or
anti-rust additive, and an oil sol uble dispersant which is the
oil soluble reaction product of a recited hydrocar byl
substituted C, to C, di carboxylic acid producing material and
a specified basic reactant. Appellants also claima nethod
wherein the above reaction product is included in an additive
concentrate. Claim27 is illustrative and reads as foll ows:

27. A lubricating oil conposition conprising (i) a
| ubricating oil, (ii) a metal-containing detergent or anti -
rust additive and (iii) an oil soluble dispersant, the
di spersant conprising the oil soluble reaction product of a
reaction m xture conpri sing:

(a)a hydrocarbyl substituted C, to C, dicarboxylic acid

produci ng material formed by reacting olefin polyner of C,

to C, nonool efin having a nunber average nol ecul ar
wei ght of about 1500 to 5,000 and a C, to Cj,

nonounsat ur at ed acid material, wherein said substituted
material is characterized by a functionality ratio of
fromabout 1.05 to 1. 25 di carboxylic acid producing

noi eti es per nol ecul e of said olefin polyner used in the
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reacti on; and

(b) a basic reactant selected fromthe group consisting
of am ne, al cohol, am no al cohol and m xtures thereof.

THE REFERENCES

Rense 3, 215, 707 Nov. 2,
1965
Le Suer 3, 254, 025 May 31,
1966
Pal mer, Jr. 3,912,764 Cct. 14,
1975
Ckanoto et al. (Gkanoto) 3,950, 341 Apr. 13,
1976
Cullen et al. (Cullen) 3, 960, 889 Jun. 1,
1976
Mei nhardt et al. (Meinhardt) 4,234,435 Nov. 18,
1980
Robson 4,502,971 Mar. 5,
1985

THE REJECTI ONS
Claims 27, 30-33, 44, 45, 48, 49, 56-58, 65-67 and 71-90
stand rejected under 35 U S.C. § 102(b) as being antici pated
by Meinhardt. The clainms stand rejected under 35 U.S.C. § 103
as follows: clainms 27, 32, 33, 44, 45, 48, 49, 56-58, 65-67
and 71-90 over Rense in view of Cullen and Pal ner; clains 27,
30-33, 44, 45, 48, 49, 56-58, 65-67 and 71-90 over kanoto or

Robson in view of Cullen and Pal ner; clainms 27, 30, 44, 45,
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48, 49, 56-58, 65-67 and 71-90 over Le Suer in view of Cullen
and Pal nmer. 23
OPI NI ON
We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with

appel l ants that the

af orenenti oned rejections are not well founded. Accordingly,
we reverse these rejections.
Rej ection under 35 U . S.C. § 102(b)

In order for a clained invention to be anticipated under
35 U.S.C. § 102(b), all of the elenents of the claimnust be
found in one reference. See Scripps Cinic & Research Found.
v. Genentech Inc., 927 F.2d 1565, 1576, 18 USPQd 1001, 1010
(Fed. Cir. 1991).

Appel lants’ clainms require that the hydrocarbyl

substituted di carboxylic acid producing material has a

2Le Suer was erroneously omtted fromthe statenent of
the rejection in the exam ner’s answer (page 7).

® The rejections of clains 27, 44 and 79 under 35 U S.C
8§ 112, first paragraph, have been w thdrawn (answer, page 3).
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functionality ratio of fromabout 1.05 to 1.25 dicarboxylic
acid producing noieties per nolecule of olefin polynmer used in
the reaction. The “used in the reaction” phrase indicates
that the functionality ratio is based on the total of both the
reacted and unreacted pol yol efin (specification, page 8, lines
17-22).

Mei nhardt’ s acylating agent has within its structure an
average of at |east 1.3 succinic groups for each equival ent

wei ght of substituent group, wherein the substituent group is

derived froma pol yal kylene (col. 3, lines 52-61; col. 4,
i nes 18-20).
Appel  ants argue that Meinhardt’s ratio, |ike appellants’

ratio, is a functionality ratio, rather than being a
succination ratio, and is different in quantity than

appel lants’ functionality ratio (brief, pages 9-10). A
succination ratio differs fromappellants’ functionality ratio
in that the succination ratio is based upon only the reacted

polymer, i.e., that which is substituted with succinic groups
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(brief, page 9).* Thus, a succination ratio is equal to the
functionality ratio if all of the polyner reacts, and
otherwise is greater than the functionality ratio. See id.
It is argued in Texaco s opposition to appellants’
assi gnee’ s European patent application 0O 208 560 (attachnment
to paper no. 17 filed August 15, 1994) that Meinhardt’s ratio
IS a succination ratio. The reasoning relied upon in the
opposition is that since the ratio based on the reacted
polymer is of interest, Meinhardt’s ratio nust be a
succination ratio. In the response to the opposition,
appel l ants’ assignee argues that Meinhardt’s ratio is a
functionality ratio (attachment to paper no. 17 filed August

15, 1994). The argunent in appellants’ brief

is simlar to that in the response to the opposition. This
argunment i s that because Minhardt’s exanpl es do not disclose
the fraction of the polynmer which has been substituted with

succinic groups, the exanples permt the functionality ratio,

*The formulas for calculating a functionality ratio and a
succination ratio are shown in appellants’ brief (page 9).
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but not the succination ratio, to be calculated. It is also
argued in the opposition and the brief that even if Mi nhardt
di scl oses a succination ratio, then because the fraction of

t he pol yner which has been substituted with succinic groups is
not reported, it is inpossible to determ ne whether the
corresponding functionality ratio falls within the range
recited in appellants’ clains.

Mei nhardt’s clainms 1, 50 and 59 cut agai nst appel |l ants’
argunment because they recite that the substituted acylating
agents “consist of” substituent groups, derived from
pol yal kene, and succinic groups, and have at least 1.3
succi nic groups for each equival ent wei ght of substituent
groups. The “consists of” |anguage indicates that the
acyl ating agents all have both substituent groups and succinic
groups. Thus, these clains indicate that Meinhardt’s ratio is
a succination ratio. Also, the disclosures that the
substituent groups are “derived froni polyal kene and that
there are at least 1.3 succinic groups for each equival ent
wei ght of substituent group (col. 3, lines 52-61) indicate

that the ratio is based on substituent groups formed from
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pol yal kyl ene, rather than bei ng based on both substituent
groups and pol yal kene.

To decide the issue of anticipation we need not make an
ultimate finding as to which ratio Meinhardt discloses
because, first, if Meinhardt’s ratio is a functionality rati o,
it is different in quantity than that recited in appellants’
clainms and, therefore, Minhardt does not anticipate
appel l ants’ clained invention. Second, even if Meinhardt
di scl oses a succination ratio, it would not be possible to
cal cul ate the corresponding functionality ratio absent a
di scl osure of the fraction of the polyner which is substituted
W th succinic groups. Thus, it would not be possible to
det ermi ne whet her Mei nhardt antici pates appellants’ clai ned
i nvention.

The exam ner argues that Meinhardt’s functionality ranges
are 1.10 to 2.62 and, therefore, overlap with appellants’
range of about 1.05 to 1.25 (answer, page 8). The range of
1.10 to 2.62 is not that of Meinhardt. It is a range of
succination ratios cal cul ated by appellants from appell ants’

range of functionality ratios, assum ng that 50%to 95% of the
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pol ymer reacts (amendnent filed January 28, 1993, paper no.

11, pages 30-31).

The exam ner argues that Dr. Miuschke establishes that
appel l ants’ exanples 4 and 6-9 have functionality ratios of
1.34 to 1.58 which overlap Meinhardt’s range (answer, page 9).
The response to the opposition to EP 0 208 560 indi cates that
Dr. Muschke is a patent attorney. Thus, the evidence relied
upon by the exam ner appears to be nere attorney argunent.
Furthernore, the ratios of 1.34 to 1.58 are succination ratios
cal cul ated fromappellants’ functionality ratios. The
relevant inquiry is whether Meinhardt’s ratios, if they are
succination ratios, correspond to functionality ratios which
fall within the range recited in appellants’ clains. As
di scussed above, this determ nati on cannot be nade because
Mei nhardt does not disclose the fraction of the polymer which
is substituted with succinic groups.

For the above reasons, we find that the exam ner has not

carried her burden of establishing a prima facie case of

antici pation over Meinhardt of the invention recited in any of
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appellants’ clains. W therefore reverse the rejection under

35 U.S.C. § 102(b).

Rej ections under 35 U.S.C. § 103
The exam ner states that the primary references relied
upon in the rejections under 8§ 103, i.e., Rense, Ckanoto,
Robson, and Le Suer, do not disclose the functionality ratio
recited in appellants’ clains.® To renedy this deficiency,
the exam ner relies upon Cullen and Pal ner.
Cull en di scl oses a charge nolar ratio of polyal kene to

mal ei ¢ anhydride of about 1:0.5 to 1:5 (col. 2, lines 60-62),

®Appel | ants acknowl edge (brief, page 17) that in
kanot o’ s exanple 1, assumi ng the nol ecul ar weight is a nunber
average nol ecul ar weight, the functionality ratio is between
1.17 and 1.29, which overlaps with the range recited in
appellants’ clains. As pointed out by appellants’, see id.,
t he nol ecul ar weight in that exanple falls outside the range
recited in appellants’ clains. The exam ner has not expl ai ned
why Ckanoto, alone or in conbination with the other applied
references, would have fairly suggested, to one of ordinary
skill in the art, a composition wherein the nunber average
nmol ecul ar wei ght and functionality ratio are within the ranges
recited in appellants’ clains.
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and Pal ner discloses use of from0.3 to 2 or nore nol es of
mal ei ¢ anhydri de per nole of polynmer (col. 1, lines 66-67).
As pointed out by appellants, the ratios of Cullen and
Pal mer are charge ratios rather than functionality ratios.
The exam ner has not explained why the charge ratios woul d

have

fairly suggested, to one of ordinary skill in the art, use of
functionality ratios which are wwthin the range recited in
appel l ants’ cl ai ns.

Moreover, the only reason relied upon by the exam ner for
conbining the references is that they disclose using simlar
products in a lubricating oil. The exam ner has not expl ai ned
why one of ordinary skill in the art would have considered the
charge ratios of Cullen and Palnmer to be appropriate in the
conpositions of the primary references.

The exam ner states that appellants incorporate in their
specification Rense and Pal ner for teachings of reaction

products having a functionality ratio in the range of about
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1.05 to 1.25 (answer, page 9). Appellants do not state that
Rense and Pal ner discl ose such functionality ratios. |nstead,
appel l ants state (specification, page 8) that Rense and Pal ner
provide alternative nethods to the nmethods which use such
functionality ratios.

For the above reasons, we hold that the exam ner has not
carried her burden of establishing a prinma facie case of
obvi ousness of the invention recited in any of appellants’
clainms. Consequently, we reverse the rejections under 35

U S. C § 103.

REMAND
As di scussed above, Meinhardt’s clains 1, 50 and 59

indicate that the disclosed ratio of at least 1.3 is a
succination ratio. Appellants’ discussion of prior patents
(specification, pages 7-8) indicates that it was known in the
art to obtain, by use of hal ogen, reaction of about 65-95 wt %
of a polyolefin with dicarboxylic acid material. Adjustnent
of Meinhardt’s ratios using such a degree of reaction produces

functionality ratios which include values falling within the
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range recited in appellants’ clains.

We therefore remand the application to the examner to
consi der whet her Meinhardt, in conmbination with prior art
whi ch indicates degrees of substitution of Meinhardt’s
pol yal kene with succinic groups which one of ordinary skill in
the art would have considered to be suitable, would have
rendered appellants’ clainmed invention obvious to one of
ordinary skill in the art wwthin the nmeaning of 35 U. S. C
§ 103.

DECI SI ON

The rejection of clains 27, 30-33, 44, 45, 48, 49, 56-58,
65-67 and 71-90 under 35 U S.C. § 102(b) as being antici pated
by Meinhardt, and the rejections under 35 U.S.C. § 103 of
clainms 27, 32, 33, 44, 45, 48, 49, 56-58, 65-67 and 71-90 over
Rense in view of Cullen and Pal mer, clains 27, 30-33, 44, 45,
48, 49, 56-58, 65-67 and 71-90 over Ckanpto or Robson in view
of Cullen and Pal mer, and clains 27, 30, 44, 45, 48, 49, 56-
58, 65-67 and 71-90 over Le Suer in view of Cullen and Pal ner,
are reversed.

REVERSED and REMANDED
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CHUNG K. PAK
Adm ni strative Patent Judge

TERRY J. OWENS
Adm ni strative Patent Judge

PAUL LI EBERVAN
Adm ni strative Patent Judge

TJQO pgg

Exxon Chem cal Conpany
P.O. Box 710

Li nden, NJ 07036
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